
United States Patent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 
Address: COMMISSIONER FOR PATENTS- 
P.O. Box 1450 

Alexandria, Virginia 223 13-1450 
www.uspto.gov 



| APPLICATION NO. | FILING DATE | 



□ 



FIRST NAMED INVENTOR 



ATTORNEY DOCKET NO. 



CONFIRMATION NO. 



10/632,538 



08/01/2003 



Daniel H. Kim 



24353 7590 02/24/2005 

BOZICEVIC, FIELD & FRANCIS LLP 
1900 UNIVERSITY AVENUE 
SUITE 200 

EAST PALO ALTO, CA 94303 



DKJM-001 



2670 



EXAMINER 



BARRETT, THOMAS C 



ART UNIT 



PAPER NUMBER 



3738 

DATE MAILED: 02/24/2005 



Please find below and/or attached an Office communication concerning this application or proceeding. 



PTO-90C (Rev. 10/03) 



Office Action Summary 


Application No. 

10/632,538 


Applicant(s) 

KIMETAL 


Examiner 

Thomas C. Barrett 


Art Unit 

3738 





-- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1)121 Responsive to communication(s) filed on 18 January 2005 . 
2a)D This action is FINAL. 2b)IEl This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quay/e, 1 935 CD. 1 1 , 453 O.G. 21 3. 

Disposition of Claims 

4) S Claim(s) 1-16.23.47 and 48 is/are pending in the application. 

4a) Of the above claim(s) 3.6.8.9 and 11 is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) G3 Claim(s) 1.2.10. 12-16.23.47 and 48 is/are rejected. 

7) H Claim(s) 4.5 and 7 is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) S The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

11) E3 The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)D All b)D Some * c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. . 

3. Q Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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2) □ Notice of Drafts person's Patent Drawing Review (PTO-948) 

3) S Information Disclosure Statement(s) (PTO-1449 or PTO/SB/08) 

Paper No(s)/Mail Date 08-04.01-04 . 



4) O Interview Summary (PTO-413) 

Paper No(s)/Mail Date. . 

5) CD Notice of Informal Patent Application (PTO-152) 
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DETAILED ACTION 
Election/Restrictions 

Applicant's election with traverse of Species I, subspecies (i) and sub-subspecies 
(B) in the reply filed on January 18, 2005 is acknowledged. The traversal is on the 
ground(s) that it would not be unduly burdensome to perform a search on all of the 
identified Species, Subspecies and Sub-subspecies together in the present application. 
This is not found persuasive because a species restriction does not require a showing 
of serious burden. MPEP 808.01(a) states, "Where there is no disclosure of relationship 
between species, they are independent inventions and election of one invention 
following a requirement for restriction is mandatory even though applicant disagrees 
with the examiner. There must be a patentable difference between the species as 
claimed. Since the claims are directed to independent inventions, restriction is proper 
pursuant to 35 u.s.c. 121, and it is not necessary to show a separate status in the art or 
separate classification." If the Applicant were to argue that the inventions are not 
independent, and the examiner then finds one of the inventions unpatentable over the 
prior art, the evidence or admission may be used in a rejection under 35 U.S.C. 103(a) 
of the other invention. 

The requirement is still deemed proper and is therefore made FINAL. 

Claims 6 and 8 are withdrawn from further consideration pursuant to 37 CFR 
1 .142(b), as being drawn to a nonelected species, there being no allowable generic or 
linking claim. Applicant timely traversed the restriction (election) requirement in the reply 
filed on January 18, 2005. Furthermore, the Examiner has withdrawn claims 3, 9 and 1 1 
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for being drawn to nonelected species. The "integrated elements" of claim 3 are directed 
towards species represented in Figs. 4A and 4B, the "three-dimensional woven fabric 
component" of claim 9 is directed towards a species represented in Fig. 3A, and the 
claim 1 1 limitation wherein "the polymeric component is impregnated with fibers of said 
fibrous compressible element" is directed towards species represented in Figs. 3B and 
3C. 



Oath/Declaration 

The oath or declaration is defective. A new oath or declaration in compliance 
with 37 CFR 1.67(a) identifying this application by application number and filing date is 
required. See MPEP §§ 602.01 and 602.02. 

The oath or declaration is defective because: 

It does not identify the mailing address of each inventor. A mailing address is an 
address at which an inventor customarily receives his or her mail and may be 
either a home or business address. The mailing address should include the ZIP 
Code designation. The mailing address may be provided in an application data 
sheet or a supplemental oath or declaration. See 37 CFR 1 .63(c) and 37 CFR 
1.76. 

And 

It does not identify the city and either state or foreign country of residence of 
each inventor. The residence information may be provided on either on an 
application data sheet or supplemental oath or declaration. 



Specification 

The incorporation of essential material in the specification by reference to a 
foreign application or patent, or to a publication is improper. Applicant is required to 
amend the disclosure to include the material incorporated by reference. The 
amendment must be accompanied by an affidavit or declaration executed by the 
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applicant, or a practitioner representing the applicant, stating that the amendatory 
material consists of the same material incorporated by reference in the referencing 
application. See In re Hawkins, 486 F.2d 569, 179 USPQ 157 (CCPA 1973); In re 
Hawkins, 486 F.2d 579, 179 USPQ 163 (CCPA 1973); and In re Hawkins, 486 F.2d 
577, 179 USPQ 167 (CCPA 1973). 

Information Disclosure Statement 

The information disclosure statement filed October 26, 2004 fails to comply with 
37 CFR 1.98(b)(5), which states "Each publication listed in an information disclosure 
statement must be identified by publisher, author (if any), title, relevant pages of the 
publication, date, and place of publication" for consideration by the Office. The 
information referred to in the Hugins thesis has not been considered because it fails to 
cite the relevant pages. The remaining cited references have been considered. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 1-2, 10, 12-16, 23 and 47-48 are rejected under 35 U.S.C. 102(b) as 
being anticipated by Stubstad et al. (3,867,728) as cited in Applicant's IDS. Stubstad et 
al. discloses a prosthetic intervertebral disc (10) comprising: a first endplate (1 1); a 
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second endplate (12), a compressible polymer core member (15) positioned between 
said first and second endplates, said core member comprising at least one fiber (29) 
wound around regions of the top and bottom end plates. The patient's disc is removed, 
thus leaving a void, before replacing it with the prosthetic disc. Furthermore, an 
"implantation device" could be considered any tool used during the required surgery, 
such as a curette, chisel, rongeurs, or power drill, etc. (col. 8, line 59- col. 9, line 9). The 
prosthetic intervertebral disc and tools constitute a set of articles or implements used for 
a specific purpose and are therefore a kit. All that the printed matter of the claimed 
instructions does is teach a new use for an existing product. Where the printed matter 
is not functionally related to the substrate, the printed matter will not distinguish the 
invention from the prior art in terms of patentability. 

Allowable Subject Matter 

Claims 4-5 and 7 are objected to as being dependent upon a rejected base 
claim, but would be allowable if rewritten in independent form including all of the 
limitations of the base claim and any intervening claims. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Thomas C. Barrett whose telephone number is (571 ) 
272-4746. The examiner can normally be reached Tuesday-Friday between 9:00 A.M. 
and 6:00 P.M. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Corrine McDermott can be reached on (571) 272-4754. The fax phone 
numbers for the organization where this application or proceeding is assigned are (703) 
872-9306 for regular communications. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 




Thomas Barrett 
Examiner 
Art Unit: 3738 



